Application Serial No. 10/773,827 

Amendment and Response to Office Action dated September 4, 2008 
REMARKS 

Claims 1-61 remain pending in the present application. Claims 1, 4, 5, 7, 12, 13, 16, 17, 
23, 29, 30, 32, 34, 45-48, 52-57, and 59-61 have been amended. 

Claim Rejections - 35 U.S.C. S 112 

Claim 57 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. According to the Office Action, "barcode recognition does not make sense for the 
US bills of claim 54 because US bills do not have bar codes." Office Action, p. 2, lines 14-15. 
In view of the amendment to claim 57, Applicant respectfully submits that the rejection has been 
rendered moot. In particular, claim 57 now recites: "The method of claim 54 wherein the act of 
receiving a stack of documents includes receiving some documents bearing a barcode, and 
further comprising using the image data output signals for reading a bar code on the documents." 
Therefore, barcode recognition makes sense in the context of claim 57. Accordingly, withdrawal 
of the rejection is in order and is respectfully requested. 

Claim Rejections - 35 U.S.C. S 103 

Claims 1-54 and 58-61 are rejected under 35 U.S.C. § 103(a) as being unpatentable over 
U.S. Pat. No. 6,573,983 to Laskowski ("Laskowski") and U.S. Pat. No. 6,109,522 to Force et al. 
("Force"). Applicant respectfully traverses the rejection, because the applied references fail to 
teach or suggest each and every element of the claims. In addition, the Office Action fails to 
establish sufficient grounds for a prima facie case of obviousness, because it proposes improper 
modifications to the teachings of the applied references. 

Independent claims 1. 32, 34, 45-48, 52-54, and 59 

Independent claim 1, recites "a single set of a plurality of dispensing receptacles, . . . each 
dispensing receptacle being vertically arranged with respect to each of the other dispensing 
receptacles." Independent claim 32, 34, 45-48, 52-54, and 59 recite similar language. 

One basic requirement for a prima facie case of obviousness under 35 U.S.C. § 103(a) is 
that the prior art references must teach or suggest each and every element recited by the claims. 
See, e.g., M.P.E.P. § 2143. The Office Action asserts that Force discloses the claimed 
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limitations directed to dispensing. See Office Action, p. 5, lines 8-16. In particular, the Office 

Action points out that Force teaches "that different storage locations are used for different 

denominations." Office Action, p. 5, lines 12-13. Referring to FIG. 1, however, Force explains: 

The document storage and recovery areas include recycling canisters 92, 94, 96 and 
98. . . . Each of the recycling canisters shown include four storage areas therein. These 
are represented by storage areas 100, 102, 104 and 106 in canister 94. The storage areas 
provide locations for storing documents that have satisfactorily passed through the central 
transport. Documents are preferably stored in the storage areas with documents of the 
same type. Documents stored in the storage areas can later be removed therefrom one at 
a time and delivered to other customers. 

Force, col. 12, lines 54-65. FIG. 1 of Force clearly shows that the storage areas, e.g., storage 

areas 100, 102, 104, and 106, are horizontally arranged with respect to each other. As such, each 

storage area in Force is not vertically arranged with respect to the other storage areas, as required 

by the claims. In general, Force is completely silent on requiring a vertical arrangement of all of 

the storage areas. Moreover, Laskowski fails to cure the deficiency of Force, because Laskowski 

is directed to "identifying the type and validity of documents" (see, e.g., Laskowski, col. 1, 12- 

17) and fails to even contemplate the configuration of storage areas in an ATM machine. 

Indeed, the Office Action explains that the vertical stacking recited in the claims relates 
to the desire for the device to take up less space on a desktop, but concedes that the applied 
references fail to teach a denominating machine and currency dispenser adapted to fit on a 
desktop. See Office Action, p. 5, lines 17-18; p. 8, lines 3-4. Thus, the Office Action also 
concedes that Force and Laskowski fail to disclose a vertical stacking configuration 

In an attempt to cure the admitted deficiencies in the applied references, the Office 
Action states: 

However, the examiner takes the view that adjusting the size of the machine is a matter of 
obvious design choice, with the motivation to allow bank tellers to both take deposits and 
provide cash to customers using a single machine that fits on the counter where they 
work. Certainly for a number of years, banks have had denominating machines that fit 
easily on a desktop for tellers to assist customers and currency dispensing is no more 
complex. Adjustments can be made that include reducing storage capacity of bills at 
many places, reducing the thickness of steel walls and other security features as well as 
shrinking the screen size. Witness the size range of computers and note that computers 
with equivalent capability can have very small or veiy large footprints and sizes. 

Office Action, p. 5, line 19-p. 6, line 4. Applicant respectfully submits that the Office Action has 

failed to provide sufficient support for the assertions in this cited passage. In particular, the 

motivation provided by the Office Action for adjusting the size of the ATM of Force and 

11197188.1 21 



Application Serial No. 10/773,827 

Amendment and Response to Office Action dated September 4, 2008 

Laskowski relates to advantages for bank teller operations. Force and Laskowski, however, fail 
to suggest that their teachings are applicable to the area of bank telling. Indeed, their teachings 
are directed to automated banking machines, which actually eliminate the need for bank tellers 
by allowing customers to conduct banking on their own. Accordingly, the motivation provided 
by the Office Action finds no support in the applied references. Nor is the cited motivation 
supported by the Office Action's discussion of the size range of computers, a subject that has 
even less bearing on the operations of a bank teller. Indeed, the Office Action's attempt to 
stretch the teachings of Force and Laskowski into the area of bank telling to arrive at the claimed 
invention where such teachings fail to exist indicates that the Office Action is applying 
impermissible hindsight. See M.P.E.P. § 2142 (explaining that "impermissible hindsight must be 
avoided and the legal conclusion must be reached on the basis of the facts gleaned from the prior 
art."). 

Without the benefit of the present specification, the Office Action cannot provide a 

motivation for vertically arranging a plurality of dispensing receptacles as recited in the claims. 

As such, the Office Action cannot assert that the recited limitation is merely an obvious 

rearrangement of parts. As the Board of Patent Appeals in Ex parte Chicago Rawhide Mfg. Co., 

223 USPQ 351, 353 (Bd. Pat. App. & Inter. 1984), explained: 

The mere fact that a worker in the art could rearrange the parts of the reference device to 
meet the terms of the claims on appeal is not by itself sufficient to support a finding of 
obviousness. The prior art must provide a motivation or reason for the worker in the art, 
without the benefit of appellant's specification, to make the necessary changes in the 
reference device. 

See M.P.E.P. § 2144.04 VI. C. (emphasis added.) 

In addition, the vertical arrangement of a plurality of dispensing receptacles recited by the 

claims would require a significant departure from the teachings of the applied prior art. As 

explained above, Force specifically describes the use of canisters 92, 94, 96, and 98 that are each 

configured to include a plurality of horizontally arranged storage areas. Moreover, Force 

teaches a particular configuration of transport segments 108, 110, 112, and 114 and canister 

delivery transports 124, 126, 128, and 130 as shown in FIG. 1 for moving documents to and from 

the storage areas. See, e.g., Force, col. 12, line 66-col. 13, line 11. Any rearrangement of the 

storage areas would also require a rearrangement of these transport components that is neither 

taught nor suggested by Force. In addition, the teachings of Force are directed to solving 
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problems associated with the use of standard currency canisters with ATM's. See, e.g., Force, 
col. 1, line 43 -col. 3, line 60. As such, any rearrangement of the storage areas in Force would 
also require reconfiguration of the currency canisters and would render the object of Force's 
invention moot. Thus, Force clearly does not contemplate any modification of the canisters, and 
any such modification would be far more than an insignificant design choice. According to the 
M.P.E.P., the configuration of a claimed device is not a matter of choice which a person of 
ordinary skill in the art would have found obvious if there is evidence that the particular 
configuration is "significant." See M.P.E.P. § 2144.04 IV. B. (citing In re Dailey, 357 F.2d 669, 
149 USPQ 47 (CCPA 1966)). 

Furthermore, one of the problems addressed by Force is the high frequency at which 
currency canisters must be periodically replaced to replenish the supply of currency in ATM's. 
See Force, col. 2, lines 4-7. In other words, Force attempts address capacity problems that 
prevent ATM's from holding a sufficient supply of currency without requiring frequent attention. 
These capacity problems would be exacerbated by reducing the size of the ATM as suggested by 
the Office Action. Specifically, the configuration of canisters and storage areas shown in FIG. 1 
of Force appears to maximize storage capacity. Any modification to this configuration might 
produce an undesired reduction in capacity. Therefore, Force actually teaches away from 
combining its ATM with the modification suggested by the Office Action. Such evidence of 
such teaching away constitutes evidence of non-obviousness that must be considered. In re Bell, 
991 F.2d 781, 26 USPQ2d 1529 (Fed. Cir. 1993); See also M.P.E.P. § 2145 D. 2. (explaining 
that references cannot be combined where reference teaches away from their combination.) 

Moreover, because the capacity problems addressed by Force would be exacerbated by 
reducing the size of the ATM, the modification in size and configuration suggested by the Office 
Action would render the ATM of Force unsatisfactory for its intended purpose and would change 
its principle of operation. As the M.P.E.P. states, "[i]f proposed modification would render the 
prior art invention being modified unsatisfactory for its intended purpose, then there is no 
suggestion or motivation to make the proposed modification." M.P.E.P. § 2143.01 V. 
Additionally, "[i]f the proposed modification or combination of the prior art would change the 
principle of operation of the prior art invention being modified, then the teachings of the 
references are not sufficient to render the claims prima facie obvious." M.P.E.P. § 2143.01 VI. 
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In view of the foregoing, neither Force nor Laskowski teach or suggest vertically 
arranging a plurality of dispensing receptacles as recited by independent claims 1, 32, 34, 45-48, 
52-54, and 59. Furthermore, the Office Action fails in its attempts to cure the deficiencies of the 
applied references by stating that adjusting the size of the machine or rearranging the parts of the 
machine is a matter of obvious design choice. The Office Action has failed to establish that the 
prior art supports its suggested modification to the teachings of the applied references, and as 
such, fails to establish sufficient grounds for a prima facie case of obviousness. Accordingly, 
withdrawal of the rejection of the claims is in order and is respectfully requested. 

Independent claims 4, 5, 7, 12, 13. 17. 23. 29. 30. 60, and 61 

Independent claim 4 recites "the one or more output receptacles being vertically 
displaced from the input receptacle" and "wherein the dispenser retainer section is positioned 
above the currency denominating module." Independent claim 5 recites "wherein the input 
receptacle, the dispensing receptacle, and the output receptacle are vertically arranged with 
respect to each other." Independent claims 12, 17, 23, 60, and 61 recite similar language as 
recited above for claim 5. Independent claim 7 recites "one or more output receptacles 
positioned lower than the single input receptacle" and "two or more dispensing receptacles 
positioned higher than the input receptacle." Independent claim 13 recites "wherein the input 
receptacle, the output receptacle, the first dispensing receptacle, the second dispensing receptacle 
being vertically arranged with respect to each other." Independent claim 29 recites "wherein 
when the kit is assembled the output receptacle, the input receptacle, and the dispenser receptacle 
are vertically arranged with respect to each other." Independent claim 30 recites "when a 
dispensing module is coupled to the transport mechanism, the input receptacle, the one or more 
output receptacles, and the dispensing module are arranged vertically with respect to each other." 

According to the Office Action: 

Force discloses an area in the ATM for receiving a deposited stack of currency notes 
from a customer (column 13, lines 66+) "a customer is enabled to insert a stack of 
documents indicated 146 in FIG. 5 into the delivery/reject area 60". As the abstract of 
Force makes clear, after denominating, these stacks are sorted and then moved into 
storage canisters, this naturally involves output receptacles. 

Office Action, p. 4, lines 6-10. Initially, Applicant points out that the Office Action fails to point 

out expressly which aspects of the applied prior art correspond specifically with the claimed 
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elements, i.e., the input receptacle, the output receptacle, and the dispensing receptacle. 
However, the Office Action appears to assert that the delivery reject area 60 corresponds to the 
claimed input receptacle while the storage canisters 92, 94, 96, and 98 and their storage areas 
shown in FIG. 1 correspond to the claimed output receptacle. However, as described previously, 
the Office Action also appears to assert that the storage canisters 92, 94, 96, and 98 and their 
storage areas correspond to the claimed dispensing receptacle. See Office Action, p. 5, lines 8- 
13. Thus, according to the Office Action, the same structure in Force apparently corresponds to 
both the claimed output receptacle and the claimed dispensing receptacles. As the same structure 
cannot be arranged vertically with respect to itself, Force cannot teach or suggest that the input 
receptacle, the output receptacle, and the dispensing receptacle are vertically arranged with 
respect to each other. 

Laskowski fails to cure the deficiency of Force, because Laskowski is directed to 
"identifying the type and validity of documents" (see, e.g., Laskowski, col. 1, 12-17) and fails to 
even contemplate the configuration of receptacles in an ATM machine. Moreover, as described 
above, the Office Action concedes that Force and Laskowski fail to disclose a vertical stacking 
configuration, but has failed to establish how such vertical configuration would be an obvious 
modification of the ATM taught by Force and Laskowski. 

Therefore, the applied prior art fails to disclose each and every element of independent 
claims 4, 5, 7, 12, 13, 17, 23, 29, 30, 60, and 61, or render the claims obvious. Accordingly, 
withdrawal of the rejection is in order and is respectfully requested. 

Independent claims 16 and 30 

Independent claims 16 recites "a first output receptacle for receiving processed bills, the 
first output receptacle being externally accessible to a user during normal operation." Claim 30 
recites "one or more output receptacles externally accessible to a user during normal operation." 
As discussed above, the Office Action appears to assert that the storage canisters 92, 94, 96, and 
98 of Force and their storage areas correspond to the claimed output receptacle. See Office 
Action, p. 4, lines 6-10. However, FIG. 1 of Force clearly shows that the storage canisters and 
their storage areas are disposed inside the housing 12, and thus are not "externally accessible to a 
user during normal operation" as recited in the claims. 



11197188.1 



35 



Application Serial No. 10/773,827 

Amendment and Response to Office Action dated September 4, 2008 

In addition, although Force appears to teach an input/output area 50 adjacent to an 
opening 52 (see Force, col. 11, lines 56-58), Force only teaches the use of a single output area 
rather than more than one output receptacle as recited in the claim 16. Indeed, Force explains 
that "[i]f the amount of the withdrawal is authorized, the control system of the machine looks up 
the storage locations of the various bill denominations at a step 502, and calculates a bill mix to 
be provided to the customer at a step 504." Force, col. 30, lines 50-53 (emphasis added). 
Because Force teaches that the bills dispensed from the ATM are mixed and not organized in any 
particular way, there would be no reason to employ more than output area to keep the bills 
organized. 

Once again, Laskowski fails to cure the deficiency of Force, because Laskowski is 
directed to "identifying the type and validity of documents" (see, e.g., Laskowski, col. 1, 12-17) 
and fails to even contemplate the configuration of output receptacles in an ATM machine. 

Therefore, the applied prior art fails to disclose each and every element of independent 
claims 16 and 30, or render the claims obvious. Accordingly, withdrawal of the rejection is in 
order and is respectfully requested. 

Independent claims 51 and 58 

Independent claims 51, and 58 generally recite dispensing receptacles that are "externally 
accessible to a user during normal operation of the machine." As discussed above, the Office 
Action appears to assert that the storage canisters 92, 94, 96, and 98 of Force and their storage 
areas also correspond to the claimed dispensing receptacle. See Office Action, p. 5, lines 8-13. 
However, FIG. 1 of Force clearly shows that the storage canisters and their storage areas are 
disposed inside the housing 12, and thus are not "externally accessible to a user during normal 
operation" as recited in the claims. Indeed, because Force is directed to an ATM that is 
accessible to customers, i.e., the general public, the currency inside the ATM must be secure 
from theft. Therefore, the storage canisters and their storage areas clearly cannot be "externally 
accessible to a user during normal operation." Laskowski fails to cure the deficiency of Force, 
because Laskowski is directed to "identifying the type and validity of documents" (see, e.g., 
Laskowski, col. 1, 12-17) and fails to even contemplate the configuration of dispensing 
receptacles in an ATM machine. 
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It is noted that claims 51 and 58 have not amended, and thus, their limitations were 
previously presented. However, the Office Action is completely silent regarding externally 
accessible dispensing receptacles and appears to have ignored the limitation. Applicants 
respectfully remind that "[a]ll words in a claim must be considered in judging the patentability of 
that claim against the prior art." M.P.E.P. § 2143.03 (citing In re Wilson, 424 F.2d 1382, 1385, 
165 USPQ 494, 496 (CCPA 1970)). 

Therefore, the applied prior art fails to disclose each and every element of independent 
claims 51 and 58, or render them obvious. Accordingly, withdrawal of the rejection is in order 
and is respectfully requested. 

Claims 3. 9. 10. 11.44, 50. and 52 

Additionally, with respect to at least claims 3, 9, 10, 11, 16, 44, 50, and 52, these claims 
recite specific dimensions for aspects of the claimed invention. As described previously, the 
Office Action has failed to properly establish why it would have been obvious to adjust the size 
of the ATM taught by Force and Laskowski. Moreover, adjusting the size and reconfiguring 
aspects of the ATM to reach the claimed invention would require significant modifications and 
would cause the ATM perform in a manner contrary to the object of the cited prior art. 
Therefore, the limitations regarding dimensions are not disclosed by, nor rendered obvious, by 
Force and Laskowski. As the M.P.E.P. indicates, a claim reciting dimensions can be patentably 
distinct if a device having the claimed dimensions would perform differently than the prior art 
device. See M.P.E.P. § 2144.04 (citing Gardner v. TEC Systems, Inc., 725 F.2d 1338, 220 
USPQ 777 (Fed. Cir. 1984)). There is no evidence in the record that the ATM taught by Force 
and Laskowski could be reconfigured to fall within the claimed dimensions and there is certainly 
no evidence that one skilled in the art could reconfigured such ATM to fall within the claimed 
dimensions without undue experimentation. For example, claim 10 recites a footprint of less 
than about 325 square inches and claim 11 recites a volume of less than about 12,000 cubic 
inches. Both Force and Laskowski are assigned to Diebold, Inc. Diebold, Inc. markets of 
recycle-type ATM device - the 3030 Bulk Cash Recycling ATM - which appears to correspond 
to the device of FIG. 1 of Force. The 3030 device has footprint of about 790 square inches and a 
volume of about 45,700 cubic inches. See accompanying 3030 sheets. Accordingly, there is no 
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evidence in the record that the ATM taught by Force and Laskowski could be reconfigured to fall 
within the claimed dimensions without undue experimentation. Nor is there any evidence that 
one skilled in the art having knowledge of the ATM taught by Force and Laskowski would have 
even thought to radically change and reconfigure it so as to achieve a device falling within the 
claims of the present application. Accordingly, withdrawal of the rejection is respectfully 
requested. 

Dependent claims 

Applicants respectfully submit that the claims depending on independent claims 1, 4, 5, 
7, 12, 13, 16, 17, 29, 30, 32, 34, 45-48, 51-54, 58, 59 and 60 are also allowable for at least the 
same reasons as their base claims. 

Allowable Subject Matter 

Claims 55 and 56 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. Applicant appreciates the finding of allowable subject matter 
in these claims. Although base claim 54 is allowable as described above, claims 55 and 56 have 
been written in independent form as suggested in the Office Action. Therefore, withdrawal of 
the objection is in order and is respectfully requested. 
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Conclusion 

The Applicant believes that the claims are in a condition for allowance and action toward 
that end is earnestly solicited. If there are any matters which may be resolved or clarified 
through a telephone interview, the Examiner is respectfully requested to contact the Applicant's 
undersigned attorney at the number indicated. 

New claim fees in the amount of $440.00 are believed due. The Commissioner is authorized 
to charge these fees and any other fees which may be required in connection with this amendment 
(excluding the issue fee), or credit any overpayment to Deposit Account No. 50-4181, Order No. 
247171-000306USPT . 

Respectfully submitted, 

2/4/09 /Paul R. Kitch/ 

Date Paul R. Kitch, Reg. No. 38,206 

NIXON PEABODY LLP 

161 N. Clark St., 48 th Floor 

Chicago, Illinois 60601 

(312) 425-3900 

Attorneys for Applicants 
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